
United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 

Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Virginia 22313-1450 
www.uspto.gov 



APPLICATION NO. 


FILING DATE 


FIRST NAMED INVENTOR 


| ATTORNEY DOCKET NO. 


CONFIRMATION NO. 


10/663,477 


09/15/2003 


Peter Dam Nielsen 


857.00I7.UI(US) 


2898 



29683 7590 10/31/2007 

HARRINGTON & SMITH, PC 
4 RESEARCH DRIVE 
SHELTON, CT 06484-6212 



EXAMINER 



RADTKE, MARK A 



ART UNIT 



2165 



PAPER NUMBER 



MAIL DATE 



DELIVERY MODE 



10/31/2007 PAPER 

Please find below and/or attached an Office communication concerning this application or proceeding. 

The time period for reply, if any, is set in the attached communication. 



PTOL-90A (Rev. 04/07) 



Application No. 



Applicant(s) 




10/663,477 



NIELSEN ET AL 



Office Action Summary 



Examiner 



Art Unit 



Mark A. X Radtke 



2165 



The MAILING DATE of this communication appears on the cover sheet with the correspondence address 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 . 1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1)^ Responsive to communication(s) filed on 13 August 2007 . 
2a)K This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) S Claim(s) 1-20 and 23 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) I3 Claim(s) 1-20 and 23 is/are rejected. 

7) Q Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attach ment(s) 

1) □ Notice of References Cited (PTO-892) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) 

3) □ Information Disclosure Statement(s) (PTO/SB/08) 



4) □ Interview Summary (PTO-413) 



5) ED Notice of Informal Patent Application 

6) □ Other: . 



Paper No(s)/Mail Date. 



Paper No(s)/Mail Date 



U.S. Patent and Trademark Office 

PTOL-326 (Rev. 08-06) 



Office Action Summary 



Part of Paper No./Mail Date 20071028 



Application/Control Number: 10/663,477 
Art Unit: 2165 



Page 2 



DETAILED ACTION 

Remarks 

1 . In response to communications filed on 1 3 August 2007, claim(s) 1,15,1 9-20 
and 23 is/are amended and claims 21 and 24 is/are cancelled per Applicant's request. 
Therefore, claims 1-20 and 23 are presently pending in the application, of which, 
claim(s) 1,15, 18-20 and 23 is/are presented in independent form. 

2. In light of Applicant's amendments, the objections to claims 21 and 24 have been 
withdrawn. 

Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner jn which the invention was made. 

4. Claims 1-9, 12-21 and 23-24 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Apfel (U.S. Pat. No. 6,973,299) in view of Mclntvre (U.S. Pat. No. 
7,111,317). 



As to claim 1 , Apfel teaches an electronic device (see figure 3) comprising: 
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a user input device (see figure 3); 

memory means storing computer program instructions (see figure 3); and 

a processor operable under the control of the computer program instructions to 
provide a database application (see figure 2, mobile phone 260), wherein the database 
application is arranged to enable a user to access personal data organized as a plurality 
of entries in a database (see column 3, line 10), where each of the plurality of entries is 
associated with a different person and has one or more alphanumeric text fields and an 
image field and using the captured image as an image field of an entry of the database 
(see column 5, lines 53-56). 

Apfel does not explicitly teach 

a digital camera; and 

a camera control application arranged to enable the user to control the device 
using the user input device to capture an image via the digital camera and to present a 
user selectable option, on capturing an image, for entering the database application. 
Mclntvre teaches an electronic device (see Abstract) comprising: 
a digital camera (see column 3, line 38, "image capture device"); and 
a camera control application arranged to enable the user to control the electronic 
device using the user input device to capture an image via the digital camera and to 
present a user selectable option, on capturing an image, for entering the database 
application (see columns 12-13, spanning paragraph, particularly column 12, lines 61- 
62, "after taking a picture"). 
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Therefore, it would have been obvious to one of ordinary skill in the relevant art 
at the time the invention was made to have modified Apfel by the teaching of Mclntvre 
because "[f]orms of communication for the one or more contacts include [...] multimedia 
message service (MMS) H (see Apfel , column 3, lines 52-55) and MMS messages are a 
well-known feature in camera phones. Furthermore, Mclntvre anticipates the use of 
cellular phones at line 17 of column 22. 

As to claims 2 and 17, Apfel , as modified, teaches wherein the camera control 
application is arranged to immediately present a plurality of user-selectable options on 
capturing an image including an option for using the captured image as an image field 
of an entry of the database (see Mclntvre , column 12, lines 61-62, "The message can 
be selected by the camera user after taking a picture" implies that there is a plurality of 
messages that can be selected). 

As to claim 3, Apfel , as modified, teaches wherein the camera control application 
is arranged to transfer the captured image from storage in a first memory to permanent 
storage in the database (This limitation is inherent in any computer system. Data is 
stored in "fast" memory while being used by the processor (either RAM or, broadly, 
internal registers in the CPU) and moved to "slow" memory for permanent storage. See 
column 10, lines 45-50). 
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As to claim 4, Apfel . as modified, teaches wherein the camera control application 
is arranged to control the creation of a new entry in the database (see column 3, line 16, 
"as new information becomes available"). 

As to claim 5, Apfel . as modified, teaches wherein the camera control application 
is arranged to control the amendment of an existing entry in the database (see column 
3, line 20, "update processing"). 

As to claim 6, Apfel . as modified, teaches wherein the user input device enables 
a user to selectively use either the database application or the camera control 
application (See column 8, lines 41-62. Apfel anticipates various software applications 
executing on the phone). 

As to claim 7, Apfel . as modified, teaches wherein the user input device is the 
keypad of a mobile telephone (see figure 3 and see column 8, lines 26-40 and see 
Abstract). 

As to claim 8, Apfel . as modified, teaches wherein the database application 
functions as at least a telephone book (see column 5, lines 35-36, "mobile phone 
number"). 
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As to claim 9, Apfel , as modified, teaches wherein each one of the plurality of 
database entries has at least one alphanumeric text field for storing a telephone number 
(see column 5, lines 35-36, "mobile phone number"). 

As to claim 12, Apfel , as modified, teaches wherein .the processor is operable 
under the control of computer program instructions to provide an image viewing 
application, wherein selection of a first one of the plurality of user selectable options, 
makes the captured image accessible, via the database application, as an image field of 
a database entry (see Examiner's comments regarding claims 1 and 2) and wherein 
selection of a second one of the plurality of user selectable options makes the captured 
image available via the image viewing application (see Mclntvre , column 8, lines 25-29). 

As to claim 13, Apfel . as modified, teaches further comprising a temporary 
memory for temporarily storing a captured image (see Examiner's comments regarding 
claim 3 and see column 11, line 45, "RAM"). 

As to claim 14, Apfel . as modified, teaches wherein the processor is operable 
under the control of computer program instructions to provide an image viewing 
application, and the camera control application is arranged to transfer the captured 
image from temporary storage in the temporary memory to permanent storage 
accessible by the viewing application (see Examiner's comments regarding claims 12 
and 13). 
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As to claim 15, Apfel teaches a method (see Abstract), comprising: 
For the remaining steps of this claim applicant(s) is/are directed to the remarks 
and discussions made in claim 1 above. 

As to claim 16, Apfel , as modified, teaches wherein the first application, on 
capturing an image, immediately enables a user to assign the captured image to an 
image field of a database entry (see Examiner's comments regarding claim 1). 

As to claim 18, Apfel as modified, teaches an electronic device (see Abstract) 
comprising: 

For the remaining steps of this claim applicant(s) is/are directed to the remarks 
and discussions made in claim 1 above. 

As to claim 19, Apfel, as modified, teaches a method (see Abstract), comprising: 
For the remaining steps of this claim applicant(s) is/are directed to the remarks 
and discussions made in claim 1 above. 

As to claim 20, Apfel as modified, teaches a computer readable medium 
encoded with a computer program (see Abstract) comprising: 

For the remaining steps of this claim applicant(s) is/are directed to the remarks 
and discussions made in claim 1 above. 
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As to claim 23, Apfel, as modified, teaches a computer readable medium 
encoded with a computer program (see Abstract) comprising: 

For the remaining steps of this claim applicant(s) is/are directed to the remarks 
and discussions made in claim 1 above. 

5. Claims 10-1 1 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Apfel as applied to claims 9 and 1 above, respectively, and further in view of Morita 
(U.S. Pat. No. 6,766,018). 

As to claim 10, Apfel . as modified, still does not teach operating as a telephone, 
further comprising a display, wherein the processor is responsive to an incoming call to 
display an image from the image field of a database entry that has an alphanumeric text 
field corresponding to the telephone number originating the incoming call. 

Morita teaches operating as a telephone, further comprising a display, wherein 
the processor is responsive to an incoming call to display an image from the image field 
of a database entry that has an alphanumeric text field corresponding to the telephone 
number originating the incoming call (see column 1, lines 38-40). 

Therefore, it would have been obvious to one of ordinary skill in the relevant art 
at the time the invention was made to have further modified Apfel by the teaching of 
Morita because "It should be noted however, that as mobile phones become more 
sophisticated, they are beginning to incorporate many of the components illustrated for 
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conventional computer 620. Accordingly, with relatively minor adjustments, mostly with 
respect to input/output devices, the description of conventional computer 620 applies 
equally to mobile phones" (see Apfel , column 1 1 , lines 35-41 ). 

As to claim 1 1 , Apfel as modified, still does not teach wherein an entry of the 
database can be selected by a user by scrolling the image fields of the database. 

Morita teaches wherein an entry of the database can be selected by a user by 
scrolling the image fields of the database (see column 1, lines 35-37). 

Therefore, it would have been obvious to one of ordinary skill in the relevant art 
at the time the invention was made to have further modified Apfel by the teaching of 
Morita because "It should be noted however, that as mobile phones become more 
sophisticated, they are beginning to incorporate many of the components illustrated for 
conventional computer 620. Accordingly, with relatively minor adjustments, mostly with 
respect to input/output devices, the description of conventional computer 620 applies 
equally to mobile phones" (see Apfel , column 1 1 , lines 35-41 ). 

Response to Arguments 

6. Applicant's arguments filed on 1 3 August 2007 with respect to the rejected claims 
in view of the cited references have been fully considered but are not deemed 
persuasive. 
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In response to Applicant's arguments that Mclntvre does not teach presenting "a 
user selectable option, on capturing an image, for entering the database application", 
the arguments have been fully considered but are not deemed persuasive. The 
limitation in question begins "a camera control application arranged to enable" 
(emphasis added). The rest of the limitation is considered intended use, because it 
merely describes a capability of the claimed invention and is not positively recited. 
Mclntvre teaches a camera control application (see, for example, line 59 of column 4). 
See MPEP 21 1 1 .04. This problem can be found throughout the claims; several other 
phrases that render limitations as intended use are "to provide", "providing" and 
"operable ... to". In effect, the claimed invention is a camera, an input device, memory 
and a processor. These elements are taught by the combination of Apfel and Mclntvre . 
Any processor is "operable ... to provide" any number of programs, and thus would 
anticipate the claimed invention. 

Due to this deficiency, Applicant's arguments are moot. However, in the interest 
of expediting prosecution, they will be addressed. 

At line 61 of column 12, Mclntvre discloses a user optionally recording text to a 
magnetic medium after taking a picture. The limitation requires that the user is 
presented with an option to enter the database after taking a picture. The recording of 
text is equivalent to entering the database because the data on the film is considered a 
database. "Entering" a database has no special meaning in the art and recording data 
could be reasonably considered "entering". Thus, the claim limitations are met. 
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In response to Applicant's arguments that Apfel and Mclntvre do not teach "a 
messaging application for providing or receiving an image in a message", the 
arguments have been fully considered but are not deemed persuasive. Apfel teaches 
cell phones with MMS capabilities (see column 3, lines 54-55). MMS messages contain 
images. Apfel also teaches synchronizing pictures (see column 7, line 52). 

Conclusion 

7. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

8. Any inquiry concerning this communication or earlier communications should be 
directed to the examiner, Mark A. Radtke. The examiner's telephone number is (571) 



Application/Control Number: 10/663,477 



Page 12 



Art Unit: 2165 

272-7163, and the examiner can normally be reached between 9 AM and 5 PM, 
Monday through Friday. 

If attempts to contact the examiner are unsuccessful, the examiner's supervisor, 
Jeffrey Gaffin, can be reached at (571) 272-4146. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to Customer Service at (800) 786-9199. 



29 October 2007 



maxr 



c,JafcDVISfiRY PATENl tA*™"- 




